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SIR: 

1 . I, Eugenia Wang, PhD- am the inventor in the above-identified application. I 
am also an inventor or co-inventor of numerous other patent applications and patents. ; Further 
I have authored many technical papers in technologies related to the above-identified' 
application. Therefore, I am well versed in the art to. which the invention relates and can 
speak to what would be understood by one of ordinary skill in the art. 

2. I have read the Office Action and am fully familiar with the present patent 
application in which all pending claims include the following language: "A method for 
screening for genes whose expression is altered by disease, age, or exogenous agent, 
comprising: screening a sample microarray comprising genes. ..exposed to the disease, age or 
exogenous agent,... and comparing the expression of the genes to expression, of control genes 

. . . not exposed to the disease, age or exogenous agent." ■ " : 

3. The Office Action alleges that the claims encompass the non-exposure of 
control genes to any disease, age or exogenous agent and the aspect of not exposing a control 
gene to age has been construed as encompassing one suspending time or one eliminating air, 
light, temperature, pressure, gravity, etc. from the control genes. 
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4. Based on the allegation that the claims encompass the ability to suspend, time 
and create conditions to eliminate, exposure to any and all exogenous agents, the Office 
Action alleges that the claims axe not allowable because: (a) the written description 
requirement is not met because the application does nqt provide a description of how to 
suspend time or block any and all exogenous agents; (b) the enablement requirement is not 
met because the unpredictable nature of suspending time of blocking any and all exogenous 
agents requires greater levels of enablement and the application does not provide a description 
of how to suspend time or block any and all exogenous, agents in such a way as to enable one 
skill in the art to make or use the invention; and^c) the utility requirement is not met because 
the invention is inoperable because one cannot suspend time or block any and all exogenous 
agents. 

5. It would be clear to one of ordinary skill in the art, based on the present 
specification, that the method including: "screening a sample microarray comprising genes . . . 
exposed to the disease, age or exogenous agenti . and comparing the expression of the genes 
to expression of control genes ... not exposed to the disease, age or exogenous agent," does 
not encompass suspending or creating create conditions to eliminate exposure to any and all 
exogenous agents; rather* the non-exposure of the control genes is relative to the exposure of 
the genes of the sample microarray. One of ordinary skill in the art would readily understand 
that "comparing" genes of a sample microarray to "control genes. ..not exposed to the disease, 
age or exogenous agent'* involves would mean that the control genes are not exposed fo the 
disease, age or exogenous agent to which the- sample microarray genes are exposed. 

6. It would be clear to one of ordinary skill in the art, based on the present 
specification, that the claimed method is useful for identifying genes whose expression is 

2 



PAGE 5(5 * RCVD AT 8/22/2005 7:40:SJ PM [Eastern Daylight Time] 1 SVR:USPTO-EFXRF-6/27 * DNIS:2738300 * CSID: * DURATION (mm-ss):03-08 



